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DETAILED ACTION 
Remarks 

This Office action is responsive to applicant's amendment filed November 3, 2003. 
Claims 1, 3-6 and 8-10 are pending. 

Claim Rejections - 35 USC §103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1, 3-6 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ueda et al. in view of either Yamada et al. or Peled et al, and further in view of Mao et al. 

The rejection is maintained for the reasons of record and for the additional reasons to 
follow in view of applicant's amendment. Applicant's amendment to independent claims 1 and 
6 recites "at least one shoulder at 700°C or more in differential thermal analysis. The examiner 
notes that a fair reading of applicant's specification discloses that a shoulder at 700°C or more is 
indicative of an active material comprising crystalline carbon, (specification, page 19 hne 15 et 
seq.) In consideration of applicant's remarks, applicant is noted to acquiesce to Ueda et al. 
disclosing a non-aqueous electrolyte secondary cell having a core made of crystalline graphite 
(carbon) structure and a low crystallinity or amorphous carbon layer [3 12] at least partially 
covering the core [311]. (remarks on page 5, third fall paragraph) Indeed, Ueda et al. is 
maintained to teach or at least suggest a negative active material having a carbon core [311] of 
highly crystalline carbon at least partially coated with a low crystahinity or amorphous carbon 
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layer [312] (col. 8 line 5-13) and as such, it is reasonably expected for the active material in 
Ueda et al. to naturally flow to inherently have the same shoulder at 700°C or more via 
differential thermal analysis as claimed, absent of a showing by applicant that the claimed 
invention distinguishes over the reference. In re Best, 195 USPQ at 433, footnote 4 (CCPA 
1977) and In re Spada, 15 USPQ 2d 1655 (Fed. Cir. 1990) The presence of crystalline carbon 
both in the core and at least to some extent in the outer layer of the active material in Ueda et al. 
would result in the claimed at least one shoulder at 700°C or more via differential thermal 
analysis since a shoulder at 700°C or more is indicative of crystalline carbon. 

Arguments against Yamada et al., Peled et al or Mao et al. appear to be directed to these 
references failing to remedy alleged differences between Ueda et al. and the present claims. 
However, in view of Ueda et al. being maintained for the reasons discussed above, the rejection 
in view of either Yamada et al. or Peled et al. and further in view of Mao et al. is subsequently 
maintained for the reasons discussed in the previous Office action. 

The examiner acknowledges applicant's assertion that the carbon shell includes carbon 
derived from amorphous carbon (remarks on page 7 second foil paragraph, emphasis as 
submitted). However, as discussed in the prior Office action, this process limitation is not given 
patentable weight as the process limitation does not give breadth or scope to the product claim. 
The claimed product appears to be the same or similar to Ueda et al. ' s carbon core/carbon shell 
active material insofar as having the claimed crystalline core and intermediate 
crystalline/amorphous outer layer. In the event that any differences can be shown by the product 
of independent claims 1 and 6 from that shown by the prior art, such differences would have 
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been obvious to the skilled artisan as a routine modification of the product absent of a showing 
of unexpected results. In re Thorpe . 227 USPQ 964 (Fed. Cir. 1985). 



Double Patenting 

Claims I, 3-6 and 8-10 are rejected under the judicially created doctrine of double 
patenting over claims 1-9 of U. S. Patent No. 6,355,377 Bl and over claims 1-7 of U.S. Patent 
No. 6,395,427 Bl since the pending claims, if allowed, would improperly extend the "right to 
exclude" already granted in each patent. 

The rejection(s) is maintained for the reasons discussed in the prior Office action. 
Applicant submits that the semi-crystalline carbon shells of the '377 Patent and the '427 
Patent have metal boride and metal carbide while the presemly claimed carbon shell has a 
transition metal, an alkali metal and an alkali earth metal with no metal boride or metal carbide. 
In reply, the examiner asserts that the scope of the present claims do not preclude the presence of 
other metals in the carbon shell such as metal boride and metal carbide. As to a metal such as a 
transition metal, alkah metals, alkali earth metals and semi-metals, as discussed in the previous 
Office action both the '377 Patent and the M27 Patem recite a transition metal such as Mn, inter 
alia (see claim 3 and claim 2, respectively). 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 



Application/Control Number: 09/512,394 p , 

Art Unit: 1745 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until alter 
the end of the THREE-MONTH shortened statute^ period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing 
date of this final action. 

Any inquiry concerning this commumcation or earlier communications from the 
exammer should be directed to Mian Mercado whose telephone number is (571) 272-1289. The 
examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Patrick J. Ryan, can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 





